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REMARKS 



Keconsidcnitina of the applicaiion is respectlully requested in view oftho following 



. rcspon^sivc rcimrks. l-or Ihc Exajminor's convenience and reference. Applicant's remarks are 
I . , pfescnled in ihe order in which the corresponding issues were raised in ihe Final Office 

7\clion, dntcd March 24, 200S. 
V, Office Aclion of March 24. 2008, the following actions were taken: 

. (1 ) Claims 1-2, 4-7, 9-12, and 27-28 were rejected under 35 U.S.C. § 103(a) as 

being nnpatcntablc over .Ippanc&c Pal. No. 63 "Oe 1 065 (hercinaRer 'Tentcl") in view of U.S. 

Pub. l^-o. 2O03/O22647-1 (hcrcirjaftcr "Mainmcn"); 

(2) Claims 3 and 8 were rejected nnder 35 U.S.C. § 103(a) as being unpatentable 
" over Poniel in view of Mninnjcn and further in view of U.S. Pal. No. 5,279,652 (hereinafter 

."KaufmamO; 

(3) Claims 1 3-1 8 and 29-30 were rejected under 35 U.S.C. § 103(a) as being 
, • ' iinpnientaMc over Mai))men in view of Pcntcl and Kaufmann; and 

(4) Claims 19 -26 imd 31-32 were rejected under 35 U.S.C, § 103(a) as being 
. unpQtciilnblc over Manuricn in view of Pcntel and Kaufmann. 

; : , ij$ rcsp<?c( fully Kubmiltcd that the presently pending claims be allowed based on the 

: remarks below. 

Hticctioius' Under 35 (AS.a § 103 

The lixjiniincr has rejected claims 1-32 U.S.C. § 103(a) as being unpatcntoblc over 
several references. 

The Applicant doe.s not deem it neccssaiy lo recite the cnUre case law standard 
rcqiiircd in order to eslaWi.sh a prima facte case of obviousness. However, Applicant, would 
like to briefly remind Ihe lixainincr of the required tJiree criteria for establishing a prima facie 
case of obviousness, namely that the asserted references as modified or combined must: 1) 
\ tciich or suggest each and cyciy element of the claimed invention; 2) provide siiflicicnt 
, motivation for the modification or combination asserted; and 3) provide a suflieicnt 
; likelihood of siiccessfnily making the modificalion or combination. Nothing in the recent 
•: ; KHR Supreme Court case changes this basic analysis. 
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.! With llio above background in mind, Uie Applicant conlei^^ 

• . . • obviousiicsswiLh respect (opemliiig claims has not b Specifically, ilie 

. " ; :: icfcrcncas do riot provide c\\ch and every clement of the present claim scl and/or siiftlcicnl 

; , . ; / U;aching.s in order lo uirivo t\t Applicant's claimed invention. Further, Applicant contends 

i.'. . " lhat the conjbinatioiiofrcfevences is based on hindsight. Therefore, v^'ithont knowledge of 

. the disclOijJiirc of the prpsciil invention, one of ordinary skill in the art would not be able to 

' y . ; make Ihe combinal ion^; proposed to arrive nl the claimed invention. 
, ' : • ; J'mphnsis on the independent cloiais is provided herein, as the Applicnnl asserts that 

, ' \ . these claims are all patcntably distinct over the prior art. SpcciHcally, the Examiner has 

' ' ^ - rejected clainis 1-32 as being obvious in view various coinbinationa of prior art, each of 

. ■ : ' J, ' • which incUKlc:5 ul least two of the foHowine references: Pentcl, Mammen, and Kaufmann. 

. i 'i bus, a brief discussion thciie references arc believed lo be in order. 

«;/•'; ' ' }\^/iicl 

• • } /' " • • Tho Rxnniinei" references a highh'ghter ink composition from the Peniel absti'act. The 

' , . . : . Penlel abstract (Bngljsh transla tion) suggests that the purpose of the composition is to keep a 
. . • ; ; . ^ MgWighrer pen tip '\slightly drying'' ^^cven if the cap is kept removed for a long time." (see 
' : ; '; * | Abstriict). nieabstractdoe.Siio(discloseany purpose or intent that the invention v/as to 
■ reduce snjcaring of highlighted images, nor does it provide any results or teachings that it 
. would indicate reduction of smear. The Kxamincr references the composition as containing 
I , I ; . a) a coloring mdlerial; b) an organic solvent; and c) an acid compound (including ascorbic 
'1 • ' acid). I Jowevcr, Pontcl docs not appear lo disclose Uic use of a highlighter colorant that is an 

•• \ ' . at^i<l'fnnctionali/^d pigment or a fluore.scent colorant as required by the present i 
\ ;. ' \' } ' Additionally, even ihoiiglt Pcntcl discloses the compound "ascorbic acid," Pcntel does not use 
. this compound as an acid bu (Tor. 

] % . ' :\ ' jVlamnicn teaclies a «mear-resislant ink composition comprising water, a glycol, a 

. : ' ■ • pyrrolidone, and a colorant that produces a detectable fluorescent color. Sec Abstract. 

• ' ' ': ' Mannnen teaches that "the ink composition can further comprise a basic color stabilizer lo 

. / * 'adjust the pI-[ and keep the pll relatively alkaline range in order lo ensure diat the dyes used 

. : • j retain their color.'* Sec [01 02]. Therefore, Mammen does not utiliy^o an acid buffer as 
/ : ; • . . de.'?cribed and claimed by the Applicant. 

'I , I < 
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' K<wft)uif\n 

. . /i . ^^^^ Hnann tenches ihc addilion oKan ami-blocking additive to a marking fluid lo keep 

• .. • . the marker lip froo) drying out. See nbstiact. Specifically, KoufiTiann claims its invention is 
, •. .• • ."clirccLed |o Ihc use of solid:^ i\s anri-blocking additives in common marking fluids ... to 
:* I • provide n protecting and Ihe evaporation hindering closure oflhe open, unprotected and 
. , ' unused capillary ouUct opening." Sec col. ] , lines 9-14. Kaulmann delmcs the problem as 
; ^ . '^Il^e capillary opcnini^'' bccohies ^ c^Ioggcd or plugged due to the drying of the marking fluid/' 
• . See col. 1, lines 20-22. 'llic solution requires an anti-blocking additive that "has the abihty to 
; : ciyslalli'zc out of the solvent" so that a "liquid crystalline to solid boundary [forms] 
. . . hindcr[ingl the evaporation of the solvent marking Quid. " Sec col. 2, lines 20-22; col, 3, lines 
, ' • 12-14. Kaufmann disclose.^ that one anii- blocking a ^ent cian be an organic acid, including 
. . ■ succinic acid. See col. 4, lin^$ 43-45, 63. 
',»,''■' • 

' Cknmsl-32 

, ; ; ' \ The Examiner has rejected cliiims 1 -32 as being unpatentable over various 

. ; combinations of Pentd, Mammon, and Kaiifmann. 

• ' . .r • The Rxaminer has used Penlet ?is a primary reference in combination with Mammen 

. • in rejecting cliiims 1-2, 4-7, 9-12, and 27-28, The Kxaminer identifies that Pentcl lacks the 

teaehiiig of (1) bighligbter colorant is an acid functionalized pigment or a fluorescein 
, ^' , ' colorant, (2) water or dieihyl^ne glycol as a liquid vehicle, and (3) Acid lilue 9 as a 
/ ' ' highlighter colorant, 

' ; • The llxamincr combines Penlel with Manxmen lo address the three deficiencies; 

spccirically, tlic fluorcsceiil colorant, water or dicthylenc glycol, and the Acid Ulue 9. 
..... ; . However, Ibc combinatioji ofPenlel and Mammen does not leach an acid buffer having a pKa 
! I • from about 2 lo about 6 in combination wilh a higblighlcr colorant that is an acid- 
.:; . fLuiccionaHzod jjigment or a fluorescent colorant 

. . * • Specifically, Pentcl discloses a compound that is "a specific ascorbic acid derivative" 

.; ' I in a i*angu from 0.5 wt% to 3 wl%. Peniol never mcnlions for what purpose the compound is 
. r ' us^t^t^^ J'hcreis absiilulclyr^^^^ 

• Y ; c!*;- ticrivaliye is u.scd. 'I'he only infomialion provided is lhat the pun)0Se of ihc invention is to 

] . . • keep tlie pen point sliglilly diy ing. As such, Pentel does not disclose or teach the element of a 
. : ; . ; ; , : • . conipound that is formiiliiled with a composition as a whole which acts as an acid b uffer. The 
; • ;, i. '^''^f ^'^t a?9*>rl^>c acid nijj^ be wscd as an acid bul'lcr d 
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thar jhe iiscorbic ncid is in fact on acid buffer. ]n fad. i^incc Penlel discloses an equivalent 
coTupotincl, mugucsiimi i^alt of aijcorbic ncid, as an appropriate ascorbic acid derivative, which 
. imdd JM be luscd as an acid buffer, Ihc disclosed list infers that ilic ai>cx>!Mc_M ^ is 
not being used ns mj.,acjd hnffci-. 

The Examiner ha^; previously responded to the above argument, alleging that us long 
AS Ihe ri^ferencc conlains llic same chemicals, it works the same and ^^solvcs the same . 
purpose/' However, such an asyerlion does not represent m^ accurate restatement of the law 
• in this area. In chemical arts, a compound may function in one way in one compoj^ilioa 
and in another manner in second compo?5itioji, depending on how the ingredients are put 
together. Specifically, in \h\Si case, tlie compositions do not contain the same elements for the 
same purposes. Second, iho disclosure of a chcmical in a composition must be considered in 
toiins of Oie functionality of Ihe ciiomieal, because a chemical can be used for vastly different 
puiposes. For example, boric acid can l)c used as a cross-linking agent for polymers or as a 
basD-nciifrali/.er. As such, if boric acid is used a<> a cross-Hnker, it is consumed during the 
- cnm-Iinkiiig reaction and then cannot be used to neutralize a base. Therefore, a single 
chemical can be used for vastly difforent purposes, and such context must be taken into 
considcralion when combininij; references. This is especially taie in die present case, since 
the di<iclosurc of Pontol i$ lacking, and since whjit is disclosed by Pente) seems to indicate 
lhat the purpose of the add is not as a buffer. In fact, PenlcI may vciy well use tlic "specific 
ascorbic acid derivative" as a thin crystal membrane to keep the tip from drying out, similar 
,,(0 the mechanism discloi^ed by Kauffman. An such, if the acid is used as a thin ciystal 
•membrauc, the acid leaves the solvent and becomes a solid. Such a phase change would 
mvoni the acid from actively slabili;<ing the marking fluid and preventing smear. 

Fmih'er, Mammen teaches away froni the addition of acids. Mammen explicitly states 
llial ihe pTI may be adjusted in an ajkaj hie range. Thus, the Applicant contends thai the 
combination of J'enttM and Mammen with or without Kaufman is improper, A proper 103 
rejection must provide a con)bination of references that would'give a likel ihood of success at 
achieving the present iJivention. In Ihis case, Mammen could not be combined with any acid-- 
' contanimg highlighter jnk composition, since Mammen specifically te aches awav from such 
: compositions. Specifically, Manmicn suites **thc ink composition can further comprise a 
basic color stabilizer to adjust the pi \ and keep the pH relatively alkahne range in order to 
ensure that the dyes used retain their color" (underlining added). See [0102]. 
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•; • . As ihe Applicant bus raised the is.ue of touching nway, the Applicant would Wee to 

.; ■ ■ . • review the current case law regarding teaching away for the Rxamincr's convenience. The 

■ • ,' Court or Appeals for Ihe Fcdonl C^irctiit has clearly sfcUed that "an applicant may rebm a 

. : prima facie case of obviousness by showing that the prior art teaches away from the claimed 

■ • • • iiivenliouin any iTOterinl respect," In ru P etersen . 315 F.^H |325. 1331 (Fed. Cii. 2003). The 
, . has also .stolccllh.-n"[w.le have nofed elsewhere, as a ^Kseful general nile,^ 

• : • .. '■<^fcrencL^s1ili^t teach away cannot serve to create a/>rwa/ac/^^ 
■, : (ci»>l>liasis added) Mc(iiaIoy_>^^^^ 

.In idenlilying the appropriate standard for teaclung away, the Court hs,s further staled: 

"A j-efcrcnce may be .said to teach away when a person of ordinary skill upon 
readrng ihb reference, would be discouraged from followng the path set out 
Ml thcrclcrcncc, or would be led in a direction divergent from the path that 
;• wa.s taken by the applicant. Tlic degree of teaching away will of course 

• ' . • depend on die particular facLs; in general, a reference will leach away if it 

•sugucsts that the line of development flowing from Uie reference's disclosure 
IS uijlikcly la be productive of the result sought by the applicant." (emphasis 
added) In te Giuley, 27 F.3d 551. 553 (Fed. Cir.1994). 

In the present case, a pci-son of ordinary skill in the art would be discouraged from 
■ . adding a. composition that contains acid, such as that described in Pcntel, to Mammen's 
, • . composition since Mammcn .specilically states that the pI-1 range is adjusted in the alkaline 
, . • : , , lange. Based on this explicit statement. Mammen teaches away from Pcntel and JGiufmann 
; ■•• : • ., as it would diseourajvjj a pcrsi>n of ordinary skill in the art to combine acid to a highlighter 
\ • ■ •• composition and since it requires tiiat the pH range of the highlighter composition should be 
•' ' ■ , bA.sjc, 

■ ;• ;. Additionally, ii is worth noting that the order.of the combination is not a factor in tlio 
, . ,. current case law regarding teaching away, Specifically, Uie Applicant contends that the case 

law is v.ilid regardless of whether Mammen is the primary reference or the secondary 
reference, as it still teaches away (Vom allowing for die presence of acid, making the 
' combination improfier, 

•Ti\ response to Appl icant'.s tCiiching away argument, the Applicant notes that the 
. lixamincr has arj'.ned that Mammen was u.sed to teach water, dielhylene glycol, and a 
, lluorescent colorant, and there fore, the combination is obvious. However, the Applicant 
■ reminds the Kx,onu"ner that thp references must be viewed an vi^hat they would teach a.sa 
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. Vihole. fn olher words, iho present teaching qway case law remains applicable because one 
slcilled in ihc nit wonld not combine llic tcuchines orMammcn with Pentel as each reference 
provides a coriiposilion (hat is incompatible with each other, i.e., oik teaches an acidic 
composilio.i and one Icaclics a basic conipositioji. Such teacliing.s read upon the present 
teaching away, since one skilled in lI>o art would be discourAgcd from foJlowiug the path 
set (>ul in the reference. As such, the Applicant respectfully requests that the Examiner 
vvillKiraw the present fcjccUons. 

Furtherrnoie, llic Applicant wishes to address the lixamiiier's assertion that Pentel 
leaches "the acid butfer includes a wc-alc acid or weak base." gcc Final onice Action, page 2. 
. The Applicant mainlnins (lial I'eiUcl docs not teach an acid buffer, as discussed in detail 
.below. Additionally, the Applicant contends that Pentel does not disclose an acid buffer 
• fuilhcr containing a weak acid or weak base. Pentel clearly identifies individual compounds 
I'lmd provides abs.)lutoIy no disclosure of an acid buffer that further includes a weak acid or 
weak base. Tlie Applicant respectfully rcqtiests that the Examiner provide the exact language 
of the alleged byffer syatem including the weak acid or weak base, so the present issue can be 
cicoily presented on appeal. 

Additionally, the Applicanl notes that the MPEP §706.02(11) states "Lb]ecausc all 
palenUbility determination!? arc fact dependent, obtaining and cojisidering full text " 
docunienis at the earliest practicable lime in the examination process will yield the fullest 
available set of facts upon which to delennine patentability, thereby improving quality and 
reduci)ig pendency." Accordingly Applicanl requests either Examiner withdraw the 
rcjeciions of claims 1 -32 based on Pentel (Japanese Pal. No. 63-061065 ) or provide 
Applicant with a full traiwlaiion in the ne.xt Office Communication. 

Tht lixannner has nsed Pentel as a primary reference in combination with Mammon 
■in further view of Katifmann in i-cjoctfng claims 3 and 8. The Kxamincr has adinitlod that the 
combinatifiji of Pentel and Mainmcu does not disclow the elements thai the acid buffer is 
succinic acid and that the colorant is an acid functional ized pigment. The Examiner has used 
Kaulinann (o addrijss these admitted deficiencies. 

However, a close inspection of the present references reveals that the use of an acid 
buffer is pot prcsjent in cllhcr Pentel or Kaufnjann. Specifically, as discussed above, Pentel 
does not disclose an acid buffer but rather "a specifjc ascorbic acid derivative" in a range 
from 0.5 wi"/<. to 3 wl%. Regardless of Pcntel's lack of teaching, tlic combination of Pentel 
and Kaiifmaim is clearly improper since Pentel requires the use of "a S|>ccilic ascorbic acid 
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derjvalivc." Bxaniincr i,s atlcmptinti to improperly substitute a specific ascorbic acid 
..dcriyativ^c will) succinic acid. Tl.o sucdjijc.acid olKauftiiann iswvt a specific a scorhic acid 
UerivaLLVq, and as such, Ihii .■Jiilislilulion is improper. 

I'lirthennott;, Kmtfmnnn docs not use succinic acid as an acid buffer. Even though ihc 
•rixamintf i.s aUcmpting lo use .succinic acid to fulfill the acid buffer clement, Kaufmann 
. Rpecifically slates (lial siiccinic.acid is; an aiUi-b locking aoent . I,, other words, Kaufmann 
dCKCrilxis an -anlibloclvi.ig additive or solid" having an "ability to form ciy.-;lals during the 
Ciyslallisation [sic] proces.^ al or in, respectively, the capilla,y outlet opening in the solvent or 
solvent mixturo employed" fonning a "liquid ciystalline to solid ciystalline boundaiy 
hiiu1er[ing] the evaporation of the solvent of the marking nuid." See col. 3, h^nes 3-14; col. 4, 
line 43. Kanfmatm further slates that the anti-blocking agent or solid can be "an inorganic 
salt, an organic acid or a derivative thereof, an amino acid or a derivative thereof, an 
• jsoeyclio, polycyclic Or heterocyclic compound or a derivative thereof, a sugar or a sugar 
nlcoljol or a derivative Ihoreof, urea or a derivative thereof or a sulfur compound." See co). 4. 
Hoes 44-50. CIcavly, anti-bloeking agents arc not interchangeable vvith acid buffers since 
sugar alcohols, urea, cyclic compounds, inorganic salts, and amino acids cannpi be used a.s ' 
aciil bufVcrs. The I'xaminci- is atlenipting to use an anti-blocking agent as an acid buffer; 
however, such a uso i.s improper as Ihcsc uses arc not equivalent. 'Oie men: disclosure of a 
compound does not establish npi iinafacie case of obviousness. The Jixaminer mxist first 
,show that an aejd hufler kmgsent in a reference and then must show that the acid buffer can 
hcprQpc!ly,conibiriSil with an additional reference. The Examiner has not shown the 
cxislxmee of an acid buffer in Pontel or Kaufmann. Additionally, the Examiner has not shown 
that I<Caufmanii and [»cnlcl can be properly combined. As such, the Applicant submits that the 
present conibinarion does not teach each and every element of claim 3 and respectfully 
requests that the lisaminer withdraw the piescnt rtjeciion. 

The Rxamioer has also alleged that Kaufmann discloses an acid-functlonalized 
pigment. Ihc lixa.uiuer cites lo col. % lines 40-.50 ofKaufmami; however, even though the 
pas.«age generally mentions inks having pigments, lines 48-40. explicitly stale that additional 
dyes may be present. As such, it is unclear If the highlighter colorant is a dye or pigment. 
) lowcver, even though the Applicant contends that the specific teaching of a highlighter 
colorant .is u pigment has not been taught by Kaufmann, the Applicant notes that the claim 
element is an i!cickf»nc,rionjili/^^^ pigment. Such an element is clearly not taught by 
Kaufmann. The A|»|>licant directs the T-xaminer to the Examples which, for the most |>aiT, 
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. idem ify the colorant ns u dye. 1 lowover, the Applicant notes that oven though Examples M 
• and 6 idoilify (he colorant as a dye and list specific dyes (including Direct Blue 199, Acid 
Blue 93, Solvent li«d 122, oncl Solvent Black 3). Example 5 lists Pigment Red 112. Even so. 
Slid, a disclosure, at most, teochcs the xise of a pigment in the highlighter composition but 
docs not li^acli an acid^MiMonaiizo^ pi^,meni as recited in claim 8. As such, the Applicant 
.submits that (lie present combination does not teach each and every element of claim 8 and 
icspcetfully requests that 1he lixamiiier withdraw the present rejecHon. 

The I'xamincr lias rejected claims 13-26 and 29-32 using Mammei) as the primary 
reference, llowevcr. i\^v,^ rejections only use the 3 references discussed above. As such, the 
Applicant renews the above arftumenls ^vilh respect to these claims. .Specifically, the 
r-xaminer ha.<; not shown lhat these rclercnces. alone or in combination, teach an acid buffer, 

.• teach that tlic acid buffer is succinic acid, or leach that (he colorant is an acid-fmictionalized 

• piginefil. Kurthormorc. the Applicants submit that the present combination of references is 
.ifliproper as Mamnjcn explicitly teaches away from the use of acids. 

Additionally, (he Applicant would like to sijecifically address the rejections to 
claims 28. 30. and 32. where the acid butTer further includes a weak base. The 
Examiner has seeminRly relied upon T'enlcl in rejecting these claims. However, as 
previously discussed, Kentcl docs not disclose an acid buffer at all. fi yen if the 
Examiner reads Pentel as disclosing an acid buffer, the listing of derivatives in the 
Ponlol abstract Indicate.s Uro compounds (o be equivalent and singular. Therefore, the 
lijpilcd teachings of iVntcl do not leach an acid boffer further including a we ak base . 
An such, the Applicant rcsjicctfully ret|ue.<?l,« withdj-awal of these rejections. As 

• discussed al)«ve, the AppHcanl respectfully requests (hat the Examiner provide the 
exact language of Iho alleged buffer system including Uie weak acid or weak base, so 
Ihe issue can be clearly presented on appeal. 

As the Applicant lias shown that the various combinations of Pentel, Maiimcn, and 
lCanfn)amT arc improper and that titc combination does not teach each and every clemenl of 
the pending claim set. the Applicant respectfully asserts that the pending claim set is 
, allowable. ' Additionally, the Applicant submi(.s that the present combination of references 
docs not leach the additional elements tliat the acid buffer further includes a weak base, that 
the highlighter compositioji contain an acid functionalized pigment, or that the acid buffer be 
succinic acid, •rhcreforc. the Applicant respectfully requests that the Examiner to reconsider 
the peiiding claim act in light of the arguments presented herein. 
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■ """^^ l'.xamiocrbi\s any concerns ihat have not been addressed and Ihe I-xaminer 

• ; nuiinliiiiis any of these rcjcclinns, Uit> Applicant respeclfuHy requests a detailed explanation 

• . , ; of ihose cuiiccras; cnnWing the Applicaju to provide an appropriate ixjsponse in its appeal 
, • ',' brief, 



CONCLDSinN 

In vipw of tiu! foivgoing, the Applicant submits that claims 1-32 present allowable 
subject matiLT and allowonce is rtopectfttlly requested. If any impediment to the allowance 
Of these claims remains .nfter considevalion of the above remarks, and such impediment could 
ho ren^ovetl during a telephone interview, the Kxaniiner is invited to telephoae the 
tuidersi&ncd attorney at (801) 506-6033 so that sueh issues may be resolved as expeditiously 
as passible. 

. Please cha r go any additional fees except for Issue i-ee or credit any overpayment to 
IX^posIt Account No, 08-2025. 
'.: Dated this 1 2"' day of May, 200$. 

Respc^fuUy jjubmitled, 




Gary P, C^ikeson 
AUoiney for AppJicant 
Rcgislration No. 44,266 

THORPE NORTH & WRSTERN, LLP 
8180 South 700 Fast. Suite 350 
Sandy, Utah 84070 
(801) 56G-6633 

On IBehairOf: 

hewlrtt4>a(:kard company 

Intellectual Propetly Administration 
P.O. Box 272400 

J'orl Collins, Colorado 80527-2400 
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